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DETAILED ACTION 
Response to Amendment 

1 . Applicant's amendment filed on 2/23/05 and corrected amendment filed on 
6/8/05, have been entered and made of record. Currently, claims 1-3 and 6-9 are 
pending. 

Response to Arguments 

2. Upon review of the reference of Yoshikawa (U.S. Patent No. 6,624,902), which 
was cited in the Office Action dated 11/19/04 under 35 U.S.C. 102(e), as being 
anticipating claims 1 and 3, the examiner notes that the reference can still be 
interpreted as anticipating the claims, as currently amended. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., printing of the first markings having a first orientation along with the second 
markings having a second orientation on a single mailpiece) are not recited in the 
rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). The applicant states that after the first 
set of markings is printed onto a mailpiece having a first orientation, the same mailpiece 
is fed again in to the printer in an inverted orientation to print the second set of markings 
onto the mailpiece having the inverted orientation. The examiner agrees with the 
applicant, in that the process performed by the current invention is different than what 
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Yoshikawa teaches. However, this difference is not apparent in the current claim 
wording. For example, it is uncertain as to whether the first set of markings must be 
always printed/present first in the mailpiece when the second set of markings is ready to 
be printed by the inverted print module. The claim, as it is written, appears to indicate 
that as long as the mailpiece is fed into the printer in an inverted orientation, the second 
set of markings is printed in the inverted orientation. It is respectfully noted, based on 
the current claim wording, that the printing of the second set of markings is independent 
of the presence of the first set of markings on the mailpiece. It is only dependent on the 
orientation of the mailpiece according to the current claim wording. 

Therefore, the rejection of claims 1 and 3, as cited in the Office Action dated 
1 1/19/04, under 35 U.S.C. § 102(e), as being anticipated by Yoshikawa, is maintained 
and repeated in this Office Action. 

Applicant's arguments filed 6/8/05 have been fully considered but they are not 
persuasive. 

3. With respect to the applicant's argument regarding claims 6 and 9, arguments 
analogous to those presented for claims 1 and 3, are applicable. 

Therefore, the rejection of claims 6 and 9, as cited in the Office Action dated 
1 1/19/04, under 35 U.S.C. § 102(e), as being anticipated by Yoshikawa, is maintained 
and repeated in this Office Action. 
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Claim Objections 

4. Claim 1 is objected to because of the following informalities: 

Line 4, "first and second set of markings" should be - first and second sets of 
markings -; 

Line 18, "representative of first or second" should be - representative of the first 
or second sets of -; 

Appropriate correction is required. 

The following quotations of 37 CFR 1.75(a) is the basis of objection: 

(a) The specification must conclude with a claim particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention or discovery. 

5. Claim 1 is objected to under 37 CFR 1 .75(a) as failing to particularly point out 
and distinctly claim the subject matter which the applicant regards as his invention or 
discovery. It is unclear whether the "one of more markings" in line 5, are different from 
"the first set of markings from the memory" and "the second set of markings from the 
memory" (lines 7 and 1 1 , respectively). 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claim 3 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

6. Claim 3 recites the limitation "the markings". There is insufficient antecedent 
basis for this limitation in the claim. It is unclear as to whether the markings are 
referring to the first set of markings or the second set of markings or both. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1, 3, 6 and 9 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Yoshikawa. 

7. With respect to claim 1 , Yoshikawa discloses a system for printing markings (fig. 
4) along a top and bottom of a mailpiece comprising: 

a print head in a fixed position (print engine 407), where the print head receives 
print instructions and prints first and second sets of markings onto the mailpiece (col. 6, 
lines 22-26 and S903 in fig. 9); 
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a memory (graphics memory 405) containing data representative of one or more 
markings (coi. 6, lines 20-24); 

a print module, coupled to the memory and to the print head, for reading the data 
representative of the first set of markings from the memory, and converting the data to 
print instructions that instruct the print head to print the first set of markings onto the 
mailpiece having a first orientation (S508 in fig. 5); 

an inverted print module, coupled to the memory and to the print head, for 
reading the data representative of the second set of markings from the memory, and 
converting the data to print instructions that instruct the print head to invert the second 
set of markings on the print head during printing onto the mailpiece disposed in a 
second orientation which is inverted about 180 degrees with respect to the first 
orientation of the mailpiece (S509 in fig. 5); and 

a control module, coupled to the print module and the inverted print module, for 
sending marking requests to either the print module or the inverted print module, the 
marking requests indicating which data representative of the first or second sets of 
markings that are to be read from the memory, by the print module or the inverted print 
module (S507 in fig. 5). 

Also read col. 2, lines 25-45 and col. 11, lines 19-30. 

Since the system prints the markings on an envelope (col. 11, line 10), it is 
apparent to one of ordinary skill in the art that an address of a recipient and an address 
of a sender are printed. Note that the Office interprets these addresses as the first and 
the second set of markings. Additionally, it is apparent that the addresses are printed 
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along tops and bottoms of the envelope (the sender address on the top and the 
recipient address on the bottom). Further, note that a plurality of graphic markings and 
text markings can be printed on the mailpiece according to fig. 9. 

8. With respect to claim 3, Yoshikawa discloses the system of claim 1 , wherein the 
markings are characters, numbers, symbols, graphics, meter indicia, barcodes, 
POSTNET barcodes, advertisements, and/or advertisement slogans (col. 11, lines 10 & 
19-24). The printed addresses include characters and numbers. 

9. With respect to claim 6, Yoshikawa teaches a method of printing along tops and 
bottoms of mailpieces comprising: 

printing, with a fixed print head, one or more first markings on a side of a 
mailpiece, the mailpiece in a first orientation (S508 in fig. 5); 

receiving the mailpiece in a second orientation which is about 180 degrees from 
the first orientation (fig. 2B); and 

printing on the side of the mailpiece, with the fixed print head, one or more 
second markings that are rotated on the print head about 180 degrees from the first 
orientation of the mailpiece (col. 2, lines 25-45; col. 1 1 , lines 28-30 & S509 in fig. 5). 

Since the system prints the markings on an envelope (col. 11, line 10), it is 
apparent to one of ordinary skill in the art that an address of a recipient and an address 
of a sender are printed. Note that the Office interprets these addresses as the one or 
more of markings from the memory. Additionally, it is apparent that the addresses are 
printed along tops and bottoms of the envelope (the sender address on the top and the 
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recipient address on the bottom). Further, note that a plurality of graphic markings and 
text markings can be printed on the mailpiece according to fig. 9. 

10. With respect to claim 9, Yoshikawa teaches the method of claim 6, wherein the 
one or more markings are characters, numbers, symbols, graphics, meter indicia, 
barcodes, POSTNET barcodes, advertisements, and/or advertisement slogans (col. 11, 
lines 10 & 19-24). The printed addresses include characters and numbers. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yoshikawa as applied to claim 1 above, and further in view of Oshima et al. U.S. Patent 
No. 5,932,139 (hereinafter Oshima). 

1 1 . With respect to claim 2, Yoshikawa discloses the system of claim 1 , but it does 
not discloses expressly a scanner for capturing image data from the mailpiece and an 
optical character recognition, coupled to the scanner and to the control module, for 
converting the image data to computer data, where the control module queries a second 
memory for instructions as to what first set markings and/or second set of markings are 
related to the image data. 
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Oshima, the same field of endeavor of the mailpiece printing, discloses a system 
comprising: 

a scanner for capturing image data from the mailpiece; and 

an optical character recognition, coupled to the scanner and to a control module, 

for converting the image data to computer data, where the control module queries a 

memory for instructions as to what barcode information (marking) are related to the 

image data (col. 51 , line 65 - col. 52, line 4). 

At the time of the invention, it would have been obvious to one of ordinary skill in 

the art to implement the OCR of Oshima into the envelope printing system of 

Yoshikawa. 

The suggestion/motivation for doing so would have been to provide a printer that 
can print the barcode information in inverted orientation based on the address 
recognized by the OCR. 

Therefore, it would have been obvious to combine Yoshikawa with Oshima to 
obtain the invention as specified in claim 2. 

Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yoshikawa as applied to claim 6 above, and further in view of Oshima. 
12. With respect to claim 7, Yoshikawa teaches the method of claim 6, but it does not 
teach expressly a method of determining address information from the mailpiece and a 
method of determining the one or more first markings based upon the address 
information. 
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Oshima, the same field of endeavor of the mailpiece printing, teaches the method 
of determining address information (zip) from a mailpiece and determining one or more 
first markings (barcode information) based upon the address information (col. 51, line 
65 -col. 52, line 4). 

At the time of the invention, it would have been obvious to one of ordinary skill in the art 
to implement the OCR of Oshima into the envelope printing system of Yoshikawa. 

The suggestion/motivation for doing so would have been to provide a printer that 
can print the barcode information in inverted orientation based on the address 
recognized by the OCR. 

Therefore, it would have been obvious to combine Yoshikawa with Oshima to 
obtain the invention as specified in claim 7. 

1 3. With respect to claim 8, Yoshikawa teaches the method of claim 6, but it does not 
teach expressly a method of determining address information from the mailpiece and a 
method of determining the one or more second markings based upon the address 
information. 

Oshima, the same field of endeavor of the mailpiece printing, teaches the method 
of determining address information (zip) from a mailpiece and determining one or more 
second markings (barcode information) based upon the address information (col. 51, 
line 65 - col. 52, line 4). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to implement the OCR of Oshima into the envelope printing system of 
Yoshikawa. 
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The suggestion/motivation for doing so would have been to provide a printer that 
can print the barcode information in inverted orientation based on the address 
recognized by the OCR. 

Therefore, it would have been obvious to combine Yoshikawa with Oshima to 
obtain the invention as specified in claim 8. 

Conclusion 

14. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

15. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHAN S. PARK whose telephone number is (571) 272- 
7409. The examiner can normally be reached on M-F 8am-4:30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on (571) 272-7402. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Chan S. Park 
Examiner 
Art Unit 2622 
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June 9, 2005 
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